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1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

4. Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Desai in view of Moon et al (2003/0092195) and Morozov. 
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5. Desai teaches an electrospray method in which fluid is moved through a 1-3 urn 
orifice at 50 nl/min (.833 nl/s) while spaced a distance of 0.25-.4 mm from an electrode 
at the entrance to a mass spectrometer. 

6. Desai fails to teach deposition on a surface of a substrate. 

Moon teaches a method of electrospray transfer from a capillary in the claimed 
size range at a flow rate in the claimed [0036]- [0040]. Moon additionally teaches that 
the electrospray method can be used to deposit material from one microplate to 
another, for, e.g., proteomic screening ([0144] - [0146] and Figs. 23A-B). Moon further 
cites Desai at [0029]. 

Morozov teaches a method similar to that of Moon. The substrate carries the 
counter electrode (Figs. 4A-C) and raised lands 64 of specified properties are used to 
bind transferred molecules. Wet deposition (Fig. 1B) and processing under vapor are 
taught. Note that this reference corresponds to WO 98/58745 cited in the International 
Search Report. 

It would have been obvious to perform electrospray using the parameters taught 
for electrospray transfer by Desai to deposit liquid on a substrate in order to use 
electrospray for an alternative method as taught by Moon. It would have been obvious 
to space the tip the same distance form the substrate as from the mass spec inlet in 
order to preserve the tip to electrode spacing because the electrode is used to generate 
the electrospray. Note that Moon teaches spacing the electrode (generically) from the 
tip in Figure 1 , and Morozov teaches providing the electrode on the substrate. It would 
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have been further obvious to use the techniques of Morozov in the method of Desai and 
Moon in order to control and enhance deposition as taught. 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

8. Pui et al (6093557) corresponding to W098/56894 cited in the International 
Search Report does not teach or suggest the instant invention because a spacing of 
5mm - 3cm is taught (col. 16, line 10). 

9. Mann et al teaches a capillary in the claimed size range operating at a flow rate 
as claimed spaced 1.5 mm from the counter electrode (col. 4). 

1 0. Ramsey and Karger additionally teach electrospray transfer from a microfluidic 
device to a substrate. 

1 1 . The declaration filed on March 28, 2005 under 37 CFR 1 .131 has been 
considered but is ineffective to overcome the Moon reference. 

The evidentiary showing is not commensurate in scope with the claims. The 
showing supports a 60 urn inner diameter (as compared to less than 150 urn in claim 1), 
a flow rate of 50 pl/s or less or lower than 100 pl/s (as compared to between 0.01 pl/s 
and 10 nl/s in claim 1 , or between 0.01 pl/s to 1 0Opl/s in claim 21). The substrate is not 
disclosed as being used in an assay as recited in claim 2. With the exception of an 
enzyme, the materials of claim 3 are not described. With respect to claims 7, 9-10, the 
broader scope of claim 7 and specific embodiments of claims 9-10 are not shown. The 
limitations of claims 11-19 are not described. The flow rate variation of claims 5 and 20 
is not described. 
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12. Applicant's arguments with respect to claims 1-21 have been considered but are 
moot in view of the new ground(s) of rejection. 

Applicant argues that the spacing between the tip and the mass spec inlet is not 
the distance between the tip and the target because the target is inside the mass spec, 
but the examiner has not relied upon the mass spec embodiment as teaching the target, 
but rather the embodiment of Figure 23 B in which samples are transferred to a planar 
substrate with wells. Applicant argues that because ionization is involved in the transfer 
to Mass Spec, it is improper to use the spacing taught for Mass Spec for the deposition 
embodiment, but the instant claims do not preclude ionization, and in that the same 
parameters are used in the instant invention, it would appear that ionization occurs as a 
result of some other process in addition to the electrospraying per se. 

Applicant argues that the instant limitations pre-date Moon by virtue of the 
declaration filed under 37 CFR 1.131, but the instant claims are not commensurate in 
scope with the declaration. 

Applicant argues that Morozov cannot be combined with the Mass Spec 
embodiment of Moon, but the linking teaching of alternatively using the same 
electrospray device to deposit on a substrate taught by Moon is the linking teaching. 
The claimed operational parameters are taught by Desai. 

13. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jan M. Ludlow whose telephone number is (571) 272- 
1260. The examiner can normally be reached on Monday-Thursday, 1 1 :30 am - 8:00 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill A. Warden can be reached on (571 ) 272-1267. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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